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Rule 193(by» REPLY BRIEF 

This Reply Brief is subnnitted in response to the Jan, 2004 Examiner's Answer. 



1 STATUS OF CLAIMS 

Claims 1-19 are pending. The Examiner's Answer vacates the rcjcciions under 35 USC 

20 112. Claims 1-19 now stand rejected under 35 USC 102(e) over MCGOVERN et aL 



2 SUMMARY OF INVENTION 

The summaiy of the invention provided in the APPEAL Brief describes the invention vis 

the art of reconl, and points out how the cJaims define the invention 

The Examiner's AnsW£r concedes that this is correct "a summary of the prosecution 
25 history," Citriously, the Answer urges the Board to ignore this, and to look to the 
Specification pages 5 to 7, While Specification pages 3 to 7 is injfomiativc, it docs not 
compare the invention to the art of record, nor explain how the claims distinguish from the 
Examiner's art, as is required by the Office's rules. 

3 ISSUES 

30 Tlic Examiner's Answer vacalcti die Scutiun 112 rcjccliouii,' allowing us to fouis uu 

anticipation by MCGOVERN. 



The Offlco record (lavR ilie language of claimc ^ and encompass^ exifi^Ction to "o«a lavoJ, multiple 
levels, or no. levels at all." OFFICE ACTION (12 June 2O02). Applicant agreed with the Office*!! intciprctatioa 
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4 THE REJECTION OVER MCGOVERN 

Claims 1-19 stand rejected over MCGOVERN. The rejection must be withdrawn 

because (1) the Office has already found that the Applicant antedates MCGOVERN, and (2) the 
Office has already found that MCGOVERN faUs to enable certain claim elements, 

4.1 GoUateml Estoppel 

MCGOVERN is not new to the prosecution history. MCGOVERN had been reviewed by 
die Excurjincr and found to not bar the claims. MCGOVERN Was evaluated as early as 
December 1999, and found to not bar the claims in October 2000. MCGOVERN has now been 
raised Irom the dead, for this appeal The prosecution history shows, in relevant part : 



DATE 


EVENT 


3 Dec 1997 


Parent application filed 


14 Dec. 1999 


MCGOVUKJN cited aj^ainst application . 


1 May 2000 


MCGOVERN cited against application 


H M 2G0O 


RuLK 131 Affidavit and Remarks filed 


24 Oct 2000 


MCGOVUKJN rejection withdrawn 


13 Jan 200 1 


OFFICE ACTION does riot cite MCGOVERN 


9 Feb 01 


Appeal filed; MCGOVERN not in issue 


3 July 2001 


Notice of Allowance explains why art fails to teach claimed invention 


3 July 2001 


COMT(NUATJON AppliCatlon filed: MCGOVERN of record 


12 Jun2002 


. Office Action does not cite MCGOVERN 


21 Oct 2002 


Office Action does not cite MCGOVERN 


19 Nov 2002 


Appeal liled; MCGOVERN not in issue 


21 Aug 2003 


MCGOVERN cited against application 



10 



TTie Examiner's Answer- says that the Exajniner's own factual findings, made of record- 
in the agency's own records, now "cannot be considered" by the agency. This is incwxect 



AMKNnMBNT (23 July 2002) at page L linos 2')-32 rThe Examiners interpretation is correct; this is exactly what 
this phrase means.**),- 

The EXAMlNfiR'S ANSwtiR. however, now suggests a new definition. EXAMINER'S ANSWKRatpagc 4, line 
J4-15, and, in so doing, mischaracterizes the record. The Board must work with the definition proffered by the 
Office in 2002 and used during the past several years of prosecution, not the one newly -proposed in the RX/vminf.R*s 
ANSWER- This should nt>i be problematic, because the difference between one-IeveUonly extraction and vaiious- 

level extraction is not material to patentability over any reference of record. 
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In the iniiTiediate appeal, noone is asking a PTO employee to discuss anyfliing; Applicant 
simply wants the Oihce lo comply with the Jaw and respect its own written record of factml 
findings. 

Similarly noone is debating whether or not *^ certain reference or other particular 
5 evidence W£»3 considered." No one is debating whether <x not MCGOVERN Wiifi considered; 
and the agency record shows the Examiner considered it, repeatedly. Similarly, the agency 
record shows that tlie "other particular evidence" at issue (the DECLARAXrON and Remarks)^ arc 
undisputedty pan of the agency^s record, that the Examiner considered this particular evidence 
and, baiied on it, concluded the rejection over MCGOVERN is factually unfounded 
10 Similarly, noone is debating 'Svhedier or not the claim would have been allowed,'* J he 

parent claims undeniably were allowed. See NOTICE OF ALLOWANCE (29 June 2001), The 
pending claims are directed to the same subject matter? After eight years of prosecution, the 
ETcainincr has not disputed any of this, and MPEP Section 1701 docs nothing to allow, him to 
now do so. 

15 4.2 The Applicant has already antedated MCGOVERN 

AppUciint antedated MrOOVHRN wfth n Riir.R l.m r>Rri.ARATiON (14 July 2000). 

That Declaration vras filed four years ago, Now» suddenly, the EXAMJNER'S Answer says 

that the Declaration is objectioiiable as allegedly '^t correlated to . the clauns of the present 

ajplicarion" Examiner's Answer (Jan. 2004) at page 6, lines 12.13. 

20 As a procedural matter, the Examiner sliould not raise this new grounds of lejecdon for 

Ihc licil lirnc in (he Examinkr.'S Answer. Sec Manual OF PATENT EXA-MINING Procedlire § 

1208.01. (To the contrary, it should have been raised not later than the 12 June 2002 OhTiCE 

Action.) 

As a substantivo matter, ihis factual assertion is bageless and incorrgct . It is baseless 

25 because the Examiner's Answer fails to provide any factual basis for this factual assertion at 



' Copies of the DECLARATION and REMARKS were included with the SUPPtliMENTAL APPEAL Bi^iEF. 
^ cy.: this isa continwation apphcaticm, notC-l-P application, 

4 
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all. To the contrary, the EXAM1NER*S Answer avoids even attcmptiig to point out which 
liini(2iliQn(s) Of which pending claim(s) is (are) not shown in the Declaration, 

The factual assertion is incorrect because the Declaraiion itself, and the Remarks 

accompanying it, cleariy show how the Declaration supports the claimed invention. 

5 . Si^ufksiiiay, uu lOLciviii^ die DuCLAitA-nON diid llic? R£MaRKS fotu yeais ago, tlie EAandiici- 
withdrew tlie rejection over MCGOVERN. 

4.3 MCGOVERN does not teach ^^a filter 

that m fitrmh a wgj? 

The Examiner's Answer alleges that MCGOVERN '^discloses a filter (col 18, lines 51- 
10 67) ... to search for specific resumes in the database." EXA^aNER's Answer at page 3, line 16 et 
seg. Vm starting to feel like the Examina- and 1 are talking past each other. As 1 mentioned 
perhaps six times in the past eight year^ the claimed invention does not require resumes at all, 
and does not require the resumes fnor the email addresses) be stored in a database. Assumir^ 
that MCGOVERN does "discloseQ a filter to search for specific resumes in the database/' tiiis 
15 is not the claimed invention 

The Examiner's Answer similariy alleges that &e resume used in MCGOVERN '"is 
considered to be a web page by reason that it is converted into HTML fonmat before storage in 
the company database (col. 17, hne .16) and by additional reason that tbe resume con be 
displayed on the program running on a web browser (col 7, lines SIO)." EXAMtNER's Answer 
20. at page 3, lines I J e^/ ^aq. As noted above (and in the Spectftcatton and in the various 
Remarks filed to date), die claimed invention does not require resumes at all, nor a d^ b^; to 
Ihc contrary, the invention can find attractive employment candidates who do not boiher to 
submit a resume al all, much less submit one to a resume database, (this is why the inventor 
calls it a "C^didate Chaser''). The claimed invention is thus more flexible fliar^ and enjoys 
25 different utiUty than, MCGOVERN. 

4.4 MCGOVERN does not teach an "e^ 
mail addn&ss extractor that can extract 
aii c-iniiil adctos Jruin s aid wah p-A^^a"* 
MCGOVERN fails to teach **an e-mail addres.<i extractor that can extmct an e-mail 
30 address from said web page.*' The Examiner*s Answer disputes this, alleging that 'McGdvem 

5 
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et al. discloses an e-mail extractor at col 18. lines 24-35. EXAMINER'S ANSWER at page 7, Imes 
4-7; aee id. at page 3, line 20 e( seg. This allegation is iactiaally inconect. 

MCGOVERN, at col. 18, lines 24-35, says* *h screen display 240 as shown in FIG. 35, 
with the 0'mait address of the candidate automatically appearing in the To: ' section^ This 
5 teaches a screen display; it docs not teach email address extraction from a web page, nor. addroas 
extmcticin from ariytliing else, nor niention "e?ct^ 

The ExAMiNHR's ANSWER is perhaps inferring that where an e-mail address automatically 
appe?*fR, this address must hf^vft been extracted frtm a web page. This inference is incomsct 
(there are various possible somx;es of the automatically- appearing email address). Further, the 
10 Board is reminded that to anticipate, the reference must enabh the claim; limitation; lietfe, 
MCGOVERN, at col. 18, lines 24-35 does nothing to enable extraction. 

5 SUMMARY 

The Examiner is respectfully requested to issue Form PTOL-90 and acknowledge receipt 
of this Reply, see Form Paragraph 1 2.47, and forward this appeal to the Board for docketing. 

This REPLY BRIEF is submitted witfjin two months of Ae mailing date of the Examiner's 
ANSWER and is thus believed timely filed. 
Respectfully suhmiited, 

mm. PQHL, Reg. No. 35,325 
Va^RM AClaUTlCAt PaTHNI^ ArrORNEyS, LLC 
55 Madison Avenue, 4th floor 
Aitiimiuu : MitikFOHL (P 4014) 
Morristown,NJ 07960-7397 USA 
8 March 2004: 

Direct: MarkPohl@LicensingLaw,Net 
W +1 (973) 984-0076 
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